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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
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Status 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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9) Q The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Regarding claim 1 , the phrase "especially" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
"especially"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 are rejected. under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 5,449,544 to Ogawa et al. 

Regarding claim 1 , Ogawa discloses an extruded weather strip having a base 
body (fig. 2: Wl) having a sealing portion (3) made of a first elastomeric material and a 
fastening portion (2 & 7) made from a second elastomeric material with a cellular 
(sponge) and rubber structure, and an adhesive surface (6). Regarding the coextruded 
limitation, even though product-by-process claims are limited by and defined by the 
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process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. 

Regarding claim 2, Ogawa discloses the second material (the materials which 
form the adhesion body, 2 & 7) as being sponge rubber and extruded rubber. Sponge 
rubber being cellular. 

Regarding claim 3, Ogawa discloses the first material (3) as being EPDM 
(ethylene-propylene diene rubber. Column 2, lines 33-37). 

Regarding claim 4, Ogawa discloses the use of an adhesive, wherein tack is an 
inherent property of adhesives. 

Regarding claim 5, Ogawa discloses a peel off film on the adhesive (43). 

Regarding claim 6, Ogawa discloses the adhesion body contact surface as being 
on a plane different from that of the fastening portion (fig. 1 ). 

Regarding claim 7, Ogawa discloses a fastening lip (5) on the adhesion body. 
. Regarding claim 8, Ogawa discloses a hollow chamber in the sealing portion (fig. 
1 : where number 8 is located). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The cited patents listed on the included form PTO-892 further show the state of 
the art with respect to weather seals in general. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Basil Katcheves whose telephone number is 
(571 ) 272-6846. The examiner can normally be reached on Monday-Friday from 7:30 
am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Friedman, can be reached at (571) 272-6842. 
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